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DETAILED ACTION 

1. Claims 1-40 are pending. 

Oath/Declaration 

2. The oath or declaration is defective. A new oath or declaration in compliance 
with 37 CFR 1.67(a) identifying this application by application number and filing date is 
required. See MPEP §§602.01 and 602.02. The oath or declaration is defective 
because: it does not have the signature of Bowei Xi. 

Information Disclosure Statement 

3. The information disclosure statement (IDS) submitted on 10/12/2004 is in 
compliance with the provisions of 37 CFR 1.97. Accordingly, the information disclosure 
statement is considered by the examiner. 

Drawings 

4. The drawings are objected to as failing to comply with 37 CFR 1.84(p)(5) 
because they do not include the following reference sign(s) mentioned in the 
description: Fig 1 does not have the numeral 100 mentioned in [0003] of page 1 of 
applicant's specification. Fig 6 does not have the numeral 600 mentioned in [0029] of 
page 7 of applicant's specification. 
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In addition, Figure 1 should be designated by a legend such as -Prior Art- because 
only that which is old is illustrated. See MPEP § 608.02(g). 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in reply to 
the Office action to avoid abandonment of the application. Any amended replacement 
drawing sheet should include all of the figures appearing on the immediate prior version 
of the sheet, even if only one figure is being amended. Each drawing sheet submitted 
after the filing date of an application must be labeled in the top margin as either 
"Replacement Sheet" or "New Sheet" pursuant to 37 CFR 1.121(d). If the changes are 
not accepted by the examiner, the applicant will be notified and informed of any required 
corrective action in the next Office action. The objection to the drawings will not be held 
in abeyance. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

5. Claims 1-18 are rejected under 35 U.S.C. 101 because the claimed invention 

lacks patentable utility and directed to non-statutory subject matter. 

Claims 1-18 recites a method for configuring a computing system. However, the method 
does not have any steps that disclose a presently available benefit. Claim 1 formulates 
and solves a black box optimization problem that does not have any substantial utility 
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unless the information found from solving the optimization problem is used to configure 
the system. Thus, the claimed invention requires further steps to confirm a real world 
context of use. 

See the MPEP text below: 

"Simply put, to satisfy the substantial utility requirement, an asserted use must show 
that the claimed invention has a significant and presently available benefit to the public. 
Fisher, 421 F.3d at 1371, 76 USPQ2d at 1230. .. Thus a "substantial utility" defines a 
"real world" use. Utilities that require or constitute carrying out further research to 
identify or reasonably confirm a "real world" context of use are not substantial utilities 
(MPEP 2107.01)." 

In addition, claims 1-18 are directed to non-statutory subject matter. It is not appeared 
whether claims 1-18 provide any tangible embodiment in the recited method as 
formulation and solution of an optimization problem can be performed with software. 

For the rest of the action, it is assumed that the method of claim 1 further comprising the 
step of applying said optimal setting to configure a computing device. 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

6. Claims 1-5, 10-11, 13, 19-24, 29-30, 32, 38-40 are rejected under 35 
U.S.C. 102(e) as being anticipated by Doris (US Patent Application Publication 
20050203879). 

For claim 1 , Doris teaches the following limitations: 

A method for configuring a computing system (abstract) having a plurality of tunable 
parameters (plurality of processing units and data stores mentioned in [0009] and 
[0010]. These are tunable since tasks and data structures are assigned to these 
resources in an optimal manner as mentioned in [0003]) and , the method comprising 
the steps of: formulating an optimal setting for the configuration of at least two of the 
plurality of tunable parameters as a black box optimization problem ([0014]); and solving 
the black box optimization problem (Fig 1 shows the steps of solving the optimization 
problem) using a smart hill climbing method ([0025] mentions that 10 may be 
considered as hill-climbing search routine. It is smart since it involves steps to avoid 
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being trapped inside a local minima), where the optimal setting yields improved 
computing system performance ([0001]). 

For claims 2-5, Fig 2 shows the global search and finding of a point 210. [0033] 
mentions that a large number of samples are generated around the global solution 210. 
Thus, a local search around neighborhood is performed in order to find a better solution 
than 210. The local search method applies gradient based sampling as it climbs the hill 
gradually to find a better solution. 

For claim 10, 210 is an initial candidate point where a local search neighborhood is 
established. A plurality of samples are generated nearby 210 and processed to 
determine whether or not more optimal configuration exists nearby. A second candidate 
point is chosen based on this search. 

For claim 11, 210, the initial candidate point, is the center of local search space as 10 
samples a large number of configurations within a small search area around 210. The 
search area is predefined as probability P2 determines the size of the search space 
([0026]). 

For claim 13, 10 does not stuck at 210. Instead it chooses another candidate point C 
when better than current optimal solution is found. By setting appropriate value of 
probability P2, a large number of samples are generated around new candidate point to 
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ensure that the new point is in fact the most optimal ([0035] and [0026]). Routine 10 
updates A and C based on the calculated objective values of samples. 
For claim 19, Doris does not explicitly mention about configuring the application server 
with the setting. However, Doris teaches parallel computer architecture and network 
processor ([0008]). As network processor is connected to a network, one computer 
serves as a server. Thus, the application server is configured according to the optimal 
configuration setting. 

7. Claims 20-24, 29-30, 32 and 38 recite the computer readable medium containing 
an executable program that implements the method of claims 1-5, 10-11, 13 and 19. 
[0040] of Doris teaches the computer readable medium to implement the method of 
claims 1-5, 10-11, 13 and 19. Thus, Doris teaches the medium recited in claims 20-24, 
29-30, 32 and 38. 

8. Claims 39 and 40 recite the apparatus corresponding to the method of claims 1 
and 19. As system and means are required to implement the method, Doris teaches the 
limitations of claim 39 and 40. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 



Application/Control Number: 10/849,357 Page 8 

Art Unit: 2116 

invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Claims 6-9, 12, 25-28, 31 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Doris (US Patent Application Publication 20050203879), in view of 
McKay, Beckman and Conover. 

For claims 6-8, 12, 25-27, 31, Doris does not teach LHS method. McKay etal teach the 
LHS method to generate samples, although McKay et al do not teach weighted LHS 
method. Examiner takes an official notice that weighted LHS method for searching is 
well known in the art. One ordinary skill would be motivated to incorporate weighted 
LHS method to generate plurality of random samples as LHS provides improved 
sampling. 

For claims 9 and 28, McKay et al teach generation of permutation of random 
configurations (page 240) corresponding to number of dimensions (16 samples are 
generated corresponds to number of dimension 4), division of the parameter range of 
each dimension into a plurality of non-overlapping intervals with equal probabilities (2 
intervals with equal probabilities for each dimension), wherein the number of intervals 
corresponds to the number of random configurations (total number of intervals are 2**4 
= 16); and generation of a random sample within each interval of each dimension (each 
cell has one random sample). 
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Allowable Subject Matter 



Claims 33-37 would be allowable if rewritten to include all of the limitations of the base 
claim and any intervening claims. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Fahmida Rahman whose telephone number is 571-272- 
8159. The examiner can normally be reached on Monday through Friday 8:30 -6:30. 
If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rehana Perveen can be reached on 571-272-3676. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Conclusion 



Fahmida Rahman 
Examiner 
Art Unit 21 16 




